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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Response to Amendment 

1. This Office Action is responsive to the amendment filed on 12/3/2003. Claims 14, 15, 
and 16 have been amended. Claims 13-16 are pending and are finally rejected for reasons 
necessitated by applicant's amendment. 

Claim Rejections - 35 USC§ 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 13-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 14 recites the limitation "the electrolyte" in line 3. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 14 recites the limitation "the solvent" in line 4. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 15 recites the limitation "the electrolyte" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 15 recites the limitation "the solvent" in line 4. There is insufficient antecedent 
basis for this limitation in the claim. 
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Claim 16 recites the limitation "the electrolyte" in line 3. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 16 recites the Umitation "the solvent" in line 6. There is insufficient antecedent 
basis for this limitation in the claim. 

Furthermore, in claims 13-16, it is unclear whether the dimethylacetamide or 
dialkylamide is considered part of the solvent of the electrolytic solution. 

Claims depending from claims rejected under 35 USC 1 12, second paragraph are also 
rejected for the same. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth ui 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 13-16 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Kita et al. (U.S. Pat. No, 5,085,954). 
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Kita et al. disclose an electrochemical cell having an electrolyte comprising a solute, 
solvent, and an additive, where the solute can be LiC104, LiAsFe, or LiPFe (col. 1, lines 12-16), 
and the additive can be trialkylamine in combination with a dialkylamide such as N, N- 
dimethylacetamide (col. 2, lines 10-15 and col. 3, lines 33-63). The amount of the dialkylamide 
for stabilizing the lithium salt LiPFe is from 0. 1 to 5 % by volume of the electrolytic solution 
(col. 3, lines 29-67). The electrochemical cell can be Li/Mn02 such that LiMn02 (which is a 
lithium manganese oxide) is formed during cycling of the electrochemical cell. The LiMn02 
inherently has a breakdown voltage of about 5 volts. 

In conparative example 2 of the reference, 5% by volume N,N-dimethylacetamide in 
place of the tributylamine additive was added to the electrolytic solution of the electrochemical 
cell as prepared in the manner of example 1 (col. 5, lines 20-25). The electrochemical cell in 
comparative example 2 is a Li/Mn02 electrochemical cell and the electrolytic solution was 
prepared by dissolving 0.5 mol/liter LiC104 and 0. 1 mole/liter LiPF6 in a mixed solvent of 
propylene carbonate (PC), tetrahydrofuran (THF), and 1,2-dimethoxyethane (DME) in a volume 
ratio of 1 : 1 : 1 (col. 4, line 57 to column 5, line 10). In a 1 00 ml of electrolytic solution, the 
volume of the N,N-dimethylacetamide would be 5 ml, and the volume of the PC, THF, and DME 
would each be approximately 31.7 ml. The total weight of the solvent excluding 
dimethylacetamide would be: 

densitypc x volpc + densityxHF x voIthf + densityDME xvoIdme 
which is equal to 

1.2057 g/ml * 31.7 ml + 0.886 g/ml x 31.7 ml + 0.8683 g/ml x 31.7 ml = 38.22 g + 28.08 
g 4- 27.53 g = 93.83 g= total weight of solvent. 
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The weight of 5 ml of dimethylacetamide is 0.937 g/ml * 5 ml = 4.68 g which is 5% by 
weight of the total weight of the solvent. 

In the event that the dimethylacetamide is considered part of the solvent of the 
electrolyte, the weight percentage of dimethylacetamide in the solvent would be 4.68/98.51 
* 1 00%= 4.75% by weight. 

The dimethylacetamide additive in the electrolyte solution would inherently reduce the 
decomposition of the electrolyte solution and reduce the formation of gaseous constituents in the 
electrochemical cell compared to an identical electrochemical cell without the 
dimethylacetamide additive. The dimethylacetamide additive being a Lewis base also inherently 
neutralizes acid attack of the lithium salt. The dimethylacetamide additive in the electrochemical 
cell also inherently absorbs excess charge energy at a voltage less than the breakdown voltage of 
the cathode active material, i.e., lithium manganese oxide. 

When the Examiner has reason to beUeve that functional language (in this instance, the 
dimethylacetamide reducing the decomposition of the electrolyte solution in the electrochemical 
cell, reducing the formation of gaseous constituents in the electrochemical cell compared to an 
identical electrochemical cell without the dimethylacetamide, neutrahzing acid attack of the 
lithium salt, or absorbing excess charge energy at a voltage less than the breakdown voltage of 
the lithium manganese oxide active material) asserted to be critical for estabhshing novelty in 
claimed subject matter may, in fact be an inherent characteristic of the prior art as discussed 
above, the burden of proof is shifted to the applicant to prove that the subject matter shown in the 
prior art does not possess the characteristics relied upon. In re Fitzgerald et al 205 USPQ 594. 
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Finally, the court has held that claiming of a property or characteristic which is inherently 
present in the prior art does not necessarily make the claim patentable. In re Best, 562 F,2d 
1252, 1254, 195 USPQ 430, 433 (CCPA 1977), See also MPEP 21 12 and 21 12.01. When the 
Examiner has provided a sound basis for believing that the products of the applicant and the prior 
art are the same, the burden of proof is shifted to the applicant to prove that the product shown in 
the prior art does not possess the characteristics of the claimed product. In re Spada, 91 1 F.2d 
705, 709, 15USPQ2d 1655, 1658 (Fed. Cir. 1990). 



Response to Arguments 

7. Applicant's arguments with respect to claims 13-16 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706,07(a). 
Applicant is reminded of the extension of time poHcy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



directed to examiner Susy Tsang-Foster, Ph.D. whose telephone number is (571) 272-1293. The 
examiner can normally be reached on Monday through Friday from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached at (571) 272-1292. 

The fax phone number for the organization where this application or proceeding is 
assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed appUcations 
may be obtained from either Private PAIR or PubHc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



9. Any inquiry concerning this communication or earlier communications should be 




Susy Tsang-Foster 
Primary Examiner 
Art Unit 1745 



